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In Reckitt v. Jamieson,' the Federal Court 
of Appeal, in a decision of April 23, 2015, 
dismissed an appeal of an interlocutory 
injunction regarding the advertising, sale and 
distribution of supplements under the name 
OMEGARED. The case is noteworthy for 
many reasons, not merely because the granting 
of interim and interlocutory injunctions by the 
Federal Court in Canada is rare, but that the 
decision was upheld on appeal. While all 
interim or interlocutory injunction applications 
involve an exercise of the Court's discretion in 
very fact-specific situations, the decision could 
signal how impending changes to Canada's 
Trade-marks Act, and specifically registration 

. without use, may impact the enforcement of 
such registrations. 

Facts of the Case 
In this case, Reckitt Benckiser, the Plain

tiff, acquired a registration for MEGARED 
that had issued to another company in 2011. 
While the predecessor had used the mark in 
the United States, use in Canada was purpor
tedly delayed for various reasons, including 
Health Canada approvals, finally obtained in 
March 2012, and also issues relating to the 
change in ownership. The registration covered 
supplements with omega-3 fatty acids, and had 
been used in the U.S. by the predecessor on 
fish oil supplements made from "red" krill. 
The product was widely advertised and pro
moted, including on television programs 
emanating from the U.S. 

Reckitt Benckiser launched MEGARED 
supplements in December 2013 or January 

'2015 FCA 104, appeal from 2015 FC 215. 

2014. However, some six months before, in 
June or July 2013, another major Canadian 
supplier of supplements, Jamieson Labora
tories, the Defendant, reintroduced an existing 
krill-oil supplement under the Omega RED 
mark. For convenience, the trade-marks ap
pear on packaging as follows: 

. 
Jam'oson ' 

Omega 

;;Sg 

Reckitt Benckiser, after sending two 
warning letters in July and August of 2013, 
commenced an action for infringement in 
October 2014, seeking an interlocutory in
junction (more than 18 months following 
Jamieson's launch). The interlocutory injunc
tion was granted pending trial, to be im
plemented forthwith, and while the Appeal 
decision notes that the Federal Court judge 
"went too far in assessing the merits of 
Reckitt's case," the decision to grant a pre
trial injunction was maintained on appeal. 

The case is of interest for trade-mark 
owners, legal experts and trade-mark profes
sionals for many reasons. The Federal Court 
applied the usual tripartite analysis when 
considering if an interlocutory injunction 
ought to be granted, examining "serious 
issue," "irreparable harm" and "balance of 
convenience." The high onus of showing clear, 
and not speculative, evidence of irreparable 
harm bars relief for most plaintiffs. In 
addition, a plaintiff's delay in acting is usually 
given considerable weight, since it infers that 
the plaintiff is not truly suffering irreparable 
harm, and also impacts the balance of con
venience between the parties. 

On the issue of evidence of irreparable 
harm, the Appeal Court confirmed that in 
general, where damages cannot be quantified 
or are incalculable, "those losses can be 
considered irreparable."2 The Trial Court, in 
making this finding, had relied primarily on 
quiatimet cases, e.g., where a plaintiff may not 
have started to use its mark. In this case, the 
Plaintiff had use, although its use was 

2 Ibid, at paragraph 31 of 2015 FCA 104. 
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relatively brief when the case was started. The 
Appeal Court noted that where the party 
seeking to enforce its mark enters after the 
alleged infringer, to hold a Plaintiff to the onus 
of proving damages such as lost sales or other 
marketplace loss should not be necessary, 
when "the only market environment in which 
the plaintiff has ever operated has been one in 
which the alleged infringer has operated as 
well."3 

Further, on timeliness, both the Federal 
Court and Appeal Court decisions rejected 
Jamieson's comments on this point. The trial 
judge noted that "likely infringers may not 
defeat legitimate trade-mark holders simply by 
getting to the market first with their confusing 
and infringing products. Otherwise, the 
purpose and intent of the legislation would be 
frustrated. Essentially, Jamieson says the race 
goes to the swift regardless of infringement 
and the exclusive protection of section 19 of 
the Trade-marks Act, a proposition which 
once stated must be rejected."4 

The Appeal Court decision confirmed 
there was no reversible error in assessing 
timeliness. While "delay in proceeding may 
operate against the moving party, this involves 
an exercise in discretion which was open to 
the Federal Court judge on the facts before 
him."-'5 

Implications of the Decision 
Legal observers are debating if this 

decision signals a loosening of the analysis of 
"irreparable harm," which has been the major 
barrier to successful interlocutory injunctions 
in trade-mark cases in Canada. While of 
course each case is very fact specific, in this 
case, both the willingness to accept that 
difficulty in calculating damages should not 
deter a Court from accepting that damages are 
"irreparable" and minimizing the impact of the 
delay in bringing the action was clearly at 
odds with many other decisions. 

Should this signal a change in direction, it 
is important to also consider how trade-mark 
rights and remedies might change once the 
Trade-marks Acfi amendments,7 passed but 

3 Ibid, at paragraph 29 of 2015 FCA 104. 
4 Supra note 1 at paragraph 65 of 2015 FC 215. 
5 Ibid, at paragraph 30 of 2015 FCA 104. 
6 R.S.C. 1985, c. T-13, as amended (hereinafter also 
referred to as the "Act"). 

not yet declared in force, are implemented 
(now expected sometime in 2017). Speci
fically, the amended Act permits registration 
without use, anywhere.8 At the same time, 
registrants will continue to have the full 
benefit of exclusive rights under sections 19 
and 20 of the Act. In this case, Jamieson com
menced sales of its Omega Red supplement 
after registration of the Plaintiffs MEGARED 
mark, but before the Plaintiff commenced 
use in Canada. However, it had use in the 
U.S., about which Jamieson was allegedly 
aware, and the Plaintiff had introduced the 
MEGARED supplements in Canada when the 
injunction application was started. In future, 
when use will not be required for registration, 
will or should a Court require evidence of 
use as a precondition to interlocutory injunc
tive relief? 

The Confluence of Legislative Changes 
When the federal government introduced 

amendments to the Trade-marks Act, it was 
stated the changes would not impact the 
importance of "use" to the acquisition, main
tenance and enforcement of trade-marks. 
However, should a registrant who has not used 
its mark anywhere be able to fully enforce the 
registration in Canada, not only alleging 
infringement but also claiming interlocutory 
injunctive relief? In the United States, case 
law has confirmed that a registrant cannot 
successfully sue for infringement, or get an 
injunction, without first' proving use. In 
Europe, where "use" is not required for 
registration, injunctions can, and have been, 
granted despite non-use. While trade-mark use 
has been held by many Canadian decisions to 
be a prerequisite to the existence of trade-mark 
rights, presumably the courts will be forced to 
rethink the importance of use once trade-mark 
owners are permitted to acquire registrations 
without any use at all. 

The MEGARED decision is an interesting 
opportunity to see how courts might consider 
this issue. Reckitt's predecessor registered its 
MEGARED mark in 2011, based only on "use 
and registration abroad," and did not claim use 
in Canada, or file a declaration of use in 
Canada before registration. When Jamieson 
initiated its plans to use its Omega RED mark 

1 Economic Action Plan 2014, No. 1, S.C. 2014 c. 20, 
assented on June 19, 2014. 
8 Ibid., sections 345 and 359. 
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in January 2013, the Plaintiffs MEGARED 
mark was still not used in Canada (plans for 
use appear to have been underway - but 
Jamieson's awareness of the plans is not 
indicated in the decision). Non-use of the 
MEGARED registration did not prevent the 
courts from describing Jamieson as "an 
infringer" or "likely infringer" (the Appeal 
Court's proviso on merits aside). Once im
plementation of the Trade-marks Act amend
ments take place, will the courts readily find 
that those marks are not only fully enforceable 
and infringed despite non-use, but also 
confirm that prior use in Canada by a third 
party will cause irreparable harm to the 
registrant? It appears that any registrant of a 
mark that has issued without use, and who has 
still not used the mark at the date of entry into 
the Canadian market by another party could 
claim irreparable harm, submitting that its 
damages would be impossible to quantify. 
When the Appeal Court states that "it makes 
no practical sense to require a plaintiff to 
demonstrate such damages as lost sales or 
price reductions when the only market 
environment in which the plaintiff has ever 
operated has been the one in which the alleged 
infringer has operated as well,"9 would that 
also mean that a plaintiff with no Canadian 
use at all could similarly argue that it meets 
the test of irreparable harm by pleading that its 
damages are incalculable? That could be taken 
to suggest that all registrants who have not yet 
used their marks in Canada should be able to 
obtain injunctive relief. 

Offering such protection to registrants who 
clearly intend to enter the Canadian market, 
and can demonstrate their plans by evidence, 
makes sense - to a point, and for a limited 
time. On the one hand, a registrant's mark and 
related goodwill could be seriously damaged if 
an infringer beats it to the market, and making 
it first wait for suitable evidence of quanti
fiable losses to successfully enjoin the in
fringer is a serious handicap. However, under 
the new "use-less" registration regime, it is 
likely that many more registrations will issue 
in Canada, which do not reflect marketplace 
activity. Already, applicants are filing for long 
lists of goods/services, presumably anticipat
ing implementation of the amendment making 
it unnecessary to file declarations of use for 
the full list of goods/services. It seems likely 

9 Supra note 1 at paragraph 29 of 2015 FCA 104. 

that the Register will become more crowded 
with registrations owned by companies with 
no specific plans for use in Canada. It is 
potentially unfair to not only accord such 
registrants the full right of exclusivity allowed 
by sections 19 and 20, but to also allow them 
to enjoin others if its plans for future use in 
Canada are indefinite. Saying that damages are 
"impossible to quantify" should hopefully be 
viewed by the courts to mean more than 
merely "there is none yet." A defendant might 
reasonably question how a "use-less" regis
tration could be harmed without clear evi
dence of when and how the plaintiff plans to 
use the mark in Canada. In fact, it seems 
somehow improper to refer to a defendant in 
such a case as an "infringer," if the only right 
infringed is one that exists on paper only. 

Of course, section 45 of the Act, which 
allows for cancellation proceedings, will still 
be available to challenge registrations for non-
use after the third anniversary of registration. 
In fact, that contrasts favourably with a similar 
term of five years for Community trade-mark 
registrations. The risk of a successful chal
lenge for non-use should limit the term during 
which a "non-use" registrant might assert 
exclusive rights to only three years, unless, of 
course, a registrant follows a practice of 
"rolling registrations" now occasionally seen 
in Europe, where new applications are filed to 
circumvent non-use cancellation. 

Conclusion 
The facts in Jamieson Laboratories Ltd. v. 

Reckitt Benckiser LLC and Reckitt Benckiser 
(Canada) Limited may be unique enough not 
to suggest any fundamental change in the 
Court's approach to interlocutory injunctions 
generally, or to the impact of delay or proof of 
irreparable harm. Further interpretation of the 
decision will be required to signal a real 
change. However, considering the upcoming 
implementation of amendments to the Act, 
ushering in many more registrants who will 
have no use of their marks, and who can 
presumably claim that damages from in
fringement are impossible to quantify, will the 
courts still find that it "makes no practical 
sense to require a plaintiff to demonstrate such 
damages as lost sales or price reductions"? 
Particularly when, in every case, a registrant 
who has no use in Canada will be able to 
complain about having to enter a market "in 
which the alleged infringer has operated as 
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well"? If the courts do in fact grant such 
injunctions, this will not accord with the 
federal government's claims that the amend
ments eliminating the use requirement do not 
fundamentally change the law on acquisition, 
maintenance or enforcement of trade-mark 
rights in Canada. 

As has been said by many commentators, 
the amendments to the Act offer the potential 
for many years of litigation, not the least of 
which relates to enforcement of registrations 
that have never been used. 
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